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REA4ARKS 



Claims 1-23 remain under consideration. Claim 7 is amended herein to obviate 
informalities cited in Paragraph 1 of the Office Action. 



CLAIM REJECTIONS UNDER 35 USC S 103 

The following quotations from MPEP § 2143 form the primary basis for traversing all 
rejections in the Office Action, under 35 U.S.C. § 103(a): 

2143 Basic Requirements of a Prima Facie Case of Obviousness 
To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the 
claim limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's disclosure. In re 
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 



2143.01 Suggestion or Motivation To Modify the References [R-1] 

THE PRIOR ART MUST SUGGEST THE DESIRABILITY OF THE CLAIMED 
INVENTION 

"There are three possible sources for a motivation to combine references: the nature 
of the problem to be solved, the teachings of the prior art, and the knowledge of persons of 
ordinary skill in the art." In re Rouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. 
Cir. 1998) (The combination of the references taught every element of the claimed invention, 
however without a motivation to combine, a rejection based on a prima facie case of obvious 
was held improper.). The level of skill in the art cannot be relied upon to provide the 
suggestion to combine references. Al-Site Corp. v. VSI IntH Inc., 174 F.3d 1308, 50 USPQ2d 
1161 (Fed. Cir. 1999). 

"In determining the propriety of the Patent Office case for obviousness in the first 
instance, it is necessary to ascertain whether or not the reference teachings would appear to be 
sufficient for one of ordinary skill in the relevant art having the reference before him to make 
the proposed substitution, combination, or other modification." In re Linter, 458 F.2d 1013, 
1016, 173 USPQ 560, 562 (CCPA 1972). 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. "The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, and the 
nature of the problem to be solved as a whole would have suggested to those of ordinary skill 
in the art." InreKotzab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000). 
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FACT THAT REFERENCES CAN BE COMBINED OR MODIFIED IS NOT 
SUFFICIENT TO ESTABLISH PRIMA FACIE OBVIOUSNESS 

The mere fact that references can be combined or modified does not render the 
resultant combination obvious unless the prior art also suggests the desirability of the 
combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). Although a prior 
art device "may be capable of being modified to run the way the apparatus is claimed, there 
must be a suggestion or motivation in the reference to do so." 916 F.2d at 682, 16 USPQ2d at 
1432.). See also In re Fritch, 972 F.2d 1260, 23 USPQ2d 1780 (Fed. Cir. 1992). 

THE PROPOSED MODIFICATION CANNOT RENDER THE PRIOR ART 
UNSATISFACTORY FOR ITS INTENDED PURPOSE 

If proposed modification would render the prior art invention being modified 
unsatisfactory for its intended purpose, then there is no suggestion or motivation to make the 
proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. Cir. 1984) 

THE PROPOSED MODIFICATION CANNOT CHANGE THE PRINCIPLE OF 
OPERATION OF A REFERENCE 

If the proposed modification or combination of the prior art would change the principle of 
operation of the prior art invention being modified, then the teachings of the references are not 
sufficient to render the claims prima facie obvious. In re Ratti, 270 F.2d 810, 123 USPQ 349 
(CCPA 1 959) . . . the "suggested combination of references would require a substantial 
reconstruction and redesign of the elements shown in [the primary reference] as well as a 
change in the basic principle under which the [primary reference] construction was designed 
to operate." 270 F.2d at 813, 123 USPQ at 352.). 

The rejection of claims 1, 2, 6-8, 11, 16-18 and 20-23, as being unpatentable over 
Ulrich (US 3,952,810) in view of Roy (US 3, 722,224), per paragraph 3 of the Office 
Action, is traversed. 

Claim K and claims 2-16 depending therefrom, all require, inter alia^ an underground cable 
laying apparatus, comprisinga moimting yoke, a pair of angularly displaced turf slicing 
wheels rotatabiy coupled to the mounting yoke, the turf slicing wheels defining a forward 
contact area therebetween, and a cable guide tube positioned anterior of the forward contact 
area of the turf slicing wheels, the cable guide tube having a cable inlet and a cable outlet. 
[Emphasis added]. 

The combination of Ulrich and Roy, does not teach or suggest the limitation of claims 
1-16 requiring that an underground cable laying apparatus include a pair of turf slicing 
wheels, and cannot, therefore, render obvious claim 1 or any of claims 2-16 depending 
therefrom. 

At page 3 of the Office Action, the Examiner admits that Ulrich fails to disclose a pair 
of angularly displaced turf slicing wheels, and cites a pair of beveled wheels 118 from Roy as 
teaching or suggesting this limitation of claims 1-16, in combination with Ulrich. Contrary to 
the Examiner's assertions, however, Roy makes no reference or inference to the beveled 
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wheels 118 being capable of slicing turf, or, for that matter, being capable of slicing anything. 
Roy teaches that the wheels 118 " form a V-shaped trench in the bottom 14"of a body of water 
12. Roy, Column 4, lines 58-61; Column 7, lines 24-33; Column 2, line 19. 

Roy further defines the manner in which the trench is "formed" by stating: ". . .as the 
wheels roll 20 along the bottom 14, they will form depressed paths in the bottom 14" (column 
3, lines 66-68); "the invention utilizes only the downward pressure of a pair of . . .wheels [to 
form a]... single trough" (column 1, lines 24-29). At colimm 5, lines 13-32, Roy disclosed 
that the wheels will generally be hollow and filled with air, to limit the amount that the 
wheels will depress the bottom, unless the bottom is relatively hard, in which case the wheels 
may be filled with water "so that substantially the entire weight of the submerged trencher 
may bear downward upon the bottom." All indications are that the only means contemplated 
in Roy of forming the trench using the wheels, was to depress a bottom, that even when 
relatively hard, would still be far softer than terrestrial turf. 

Indeed, all claims of Roy are specifically limited to a pair of large diameter support 
wheels which co-act or are adapted to forming a trench in a " soft bottom." There is no 
teaching or inference in Roy that the wheels 1 1 8 of Roy would in any way be capable of 
slicing through a surface as tough as terrestrial turf. One skilled in the art would readily 
recognize that it takes considerably more to slice through turf, as required by the present 
invention, than it does to form a trench in the bottom of a body of water by depressing and 
displacing the muck or other relatively soft materials making up the "bottom" of the body of 
water of Roy. 

The combination of Ulrich and Roy thus fails to meet any of the three requirements 
for a prima facie case of obviousness. First, there is no suggestion in the references to 
combine the references in the manner suggested by the Examiner. Also, one having skill in 
the art of cutting through tvirf for the purpose of making a trench for laying cable or pipe 
would not be motivated in any way to utilize the arrangement of Roy in an attempt to depress 
the turf enough to form an acceptable trench for burying the cable or pipe. Turf is just too 
tough and resilient for such em approach to work. Second, there is no reasonable expectation 
that the combination of Ulrich and Roy would work at all, for forming a trench by slicing 
through turf in the advantageous manner disclosed by the present invention and required by 
claims 1-16. And third, as discussed above, the combination of Ulrich and Roy, even if there 



8 



In re Appln. Of: Steven E. Searby 
Application No.: 10/680,059 

were motivation to make such a combination, which there is not, does not teach or suggest 
the claim limitation of " a pair of angularly displaced turf slicing wheels," as required by 
claims 1-16. 

The Applicant also notes that the prior art does not contain any teaching or suggestion 
for making the combination of Ulrich and Roy, or any reasonable expectation of success. 
The Applicant further notes that the teachings of Roy (issue date March 27, 1973, were 
known at the time Ulrich was filed on June 27, 1974, and yet Ulrich did not choose to make 
the combination cited by the Examiner in developing the device disclosed by Ulrich, thus 
providing evidence that Ulrich (i.e. a person presumably having skill in the art of cutting a 
trench in terrestrial surfaces for laying a cable) was not motivated to make the combination 
relied upon by the Examiner. Only by impermissibly working backward from the Applicant's 
disclosure can the Examiner allege grounds for making the combination of Ulrich and Roy. . 
In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)( The teaching or suggestion to 
make the claimed combination and the reasonable expectation of success must both be found 
in the prior art, not in applicant's disclosure). 

The Applicant yet further notes that the combination proposed by the Examiner would 
render Ulrich unsatisfactory for its intended purpose, because, as discussed above, if the 
vertical blade of Ulrich were to be replaced by the wheels of Roy, it would no longer be 
possible for the apparatus of Ulrich to "dig a trench with a depth in excess of 40 inches." 
Ulrich, Column 2, line 41 (If proposed modification would render the prior art invention 
being modified unsatisfactory for its intended purpose, then there is no suggestion or 
motivation to make the proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1 125 
(Fed. Cir. 1984)). As is further evident fi-om the discussion above, even if the proposed 
combination did not render Ulrich unsatisfactory for its intended purpose, the proposed 
modification of Ulrich, from a ripping blade to a compression roller as taught by Roy, would 
change the principle of operation of Ulrich in a such a manner that the proposed combination 
would not meet the requirements for forming a prima facie basis for rendering obvious any of 
claims 1-16. 



9 



In re Appln. Of: Steven E. Searby 
Application No.: 10/680,059 

Because the combination of Ulrich and Roy does not teach or suggest all of the 
limitations of claim 1, the combination of Ulrich and Roy does not meet the prima facie 
requirements for rendering obvious claim 1, or any of claims 2-16 depending from claim 1. 
MPEP § 2143, MPEP 2143,03, citing In re Fine, 837 F.2d 1071 (Fed Cir 1988)(ifan 
independent claim is non obvious under 35 USC 103, then any claim depending therefrom is 
non-obvious). Claims 2-16 also include other limitations that are not taught or suggested by 
the combination of Ulrich and Roy. 

Claim 17. and claims 18-20 depending therefrom, require, an apparatus for laving 
cable under turf without leaving a visiblv obvious scar in the turf, including, inter alia, a pair 
of turf slicing wheels rotatably moimted and positioned in relationship to one another such 
that a slit is opened in the turf when the pair of turf slicing wheels is pulled therethrough, and 
a cable feed tube positioned between the pair of turf slicing wheels and terminating in a cable 
outlet positioned to guide the cable into the slit opened by the pair of turf slicing wheels . 
[Emphasis added]. 

The combination of Ulrich and Roy does not teach or suggest any of the limitations of 
claims 1-17 emphasized in the preceding paragraph, and therefore cannot render obvious any 
of claims 17-20. In addition to the reasons discussed above with regard to the traversal of the 
rejection of claims 1-16, neither Ulrich nor Roy provide any teaching or suggestion of laying 
a cable under turf without leaving a visibly obvious scar in the turf, or of a "slit" opened by a 
pair of turf slicing wheels. 

Claim 21. and claims 22-23 depending therefrom, all require a method of laying cable 
under a lawn, by performing the steps of lowering a pair of turf slicing wheels into the lawn, 
moving the pair of turf slicing wheels through the lawn to open a slit therein, guiding cable 
into the slit in the lawn, and closing the slit after the cable has been positioned therein. For 
the reasons discussed above with regard to the traversal of the rejection of claims 1-16 and 
17-20, the proposed combination of Ulrich and Roy does not provide a structure that is 
capable of performing the steps required by claims 21-23, and does not meet any of the other 
requirements for providing a basis for a prima facie finding of obviousness with regard to 
claims 21-23. The combination Ulrich and Roy therefore caimot render obvious any of 
claims 21-23. 
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In particular, with regard to the Examiner's comment regarding claim 23, on page 4 of 
the Office Action, claim 23 requires watering the "lawn" prior to the steps of lowering, 
moving, guiding and closing, whereas, in stark contrast, Roy teaches the use of water jets 
after guiding a pair of wheels aver a bottom of a body of water, so that the trench can be 
deepened by the water jet. As noted above, Roy makes no mention of utilization of his 
invention on a lawn. Also, since Roy is limited to forming a trench in the bottom of a body 
of water, which is presumably already totally saturated by the body of water above, the step 
of "watering" prior to forming a trench in the manner taught by Roy is a totally nonsensical 
application of impermissible hindsight reconstruction, using the teachings of the Applicant's 
invention. 

The rejection of claims 3-5, 9, 10, 12 and 19 as being unpatentable over Ulrich 
(US 3,952,810) in view of Roy (US 3, 722,224), as applied to claim 1 above, further in 
view of Johnson (US 2,314,045), per paragraph 4 of the Office Action, is traversed. 

As stated at page 4 of the Office Action, the Examiner's rejection of claims 3-5, 9, 10, 
12 and 19 as being obvious over the proposed combination of Ulrich, Roy and Johnson are 
predicated on the Examiner's assertion that "Ulrich and Roy disclose the inventions as 
described above." To the contrary, however, as discussed above with regard to traversal of 
the rejections of claims 1-16 and 17-20, the combination of Ulrich and Roy is not only 
improper, but fails to teach all of the limitations of claims 3-5, 9, 10, 12 and 19. Adding 
Johnson to the proposed combination does not overcome the deficiencies of the combination 
of Ulrich and Roy. The combination of Ulrich, Roy, and Johnson therefore cannot render 
obvious any of claims 3-5, 9, 10, 12 and 19. 

The rejection of claims 13, 14 and 15 as being unpatentable over Ulrich (US 
3,952,810) in view of Roy (US 3, 722,224), as applied to claim 1 above, further in view of 
Johnson (US 2,314,045), in further of Ward et al (US 4,198,103, per paragraph 5 of the 
Office Action, is traversed. 

The Examiner's rejection of claims 13, 14 and 15 as being obvious over the proposed 
combination of Ulrich, Roy, Johnson and Ward is predicated on the Examiner's reliance on 
the combination of Ulrich and Roy as disclosing the limitations of the base claims from 
which claims 13, 14 and 15 depend. As discussed above, however, with regard to traversal of 
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the rejections of claims 1-16 and 17-20, and 21-23, the combination of Ulrich and Roy is not 
only improper, but fails to teach all of the limitations of claims 3-5, 9, 10, 12 and 19. Adding 
Johnson and Ward to the proposed combination does not overcome the deficiencies of the 
combination of Ulrich and Roy. The combination of Ulrich, Roy, Johnson and Ward 
therefore cannot render obvious any of claims 3-5, 9, 10, 12 and 19. MPEP 2143,03, citing 
In re Fine, 837 F. 2d 1071 (Fed. Cir 1988) (if an independent claim is non obvious under 35 
use 103, then any claim depending therefrom is non-obvious). Claims 13, 14 and 15 also 
include other limitations that are not taught or suggested by any of the proposed combinations 
cited by the Examiner. 

CONCLUSION 

The Applicant believes that the application is in condition for allowance. 
Reconsideration and notification of allowance are respectfully requested. If, in the opinion 
of the Examiner, a telephone conference would expedite the prosecution of the subject 
application, the Examiner is invited to call the undersigned attorney. 

PROCEDURAL MATTERS AND FEES 

The Applicant believes that no fees are occasioned by the submittal of this paper. If any fees 
are occasioned by the filing of this paper, however, the Commissioner is authorized to charge those 
fees, or credit any overpayments to deposit account 12-1216. 




Lawrence E. Crowe, Reg. No. 35,1 10 
LEYDIG, VOIT & MAYER, LTD. 
6815 Weaver Road, Suite 300 
Rockford, Illinois 6 1 1 1 4-80 1 8 
(815) 963-7661 (telephone) 
(815) 963-7664 (facsimile) 



Date: August 4, 2004 
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